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Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )13 Responsive to conninunication(s) filed on 28 July 2004 . 
2b)M This action is FINAL. 2b)n This action is non-final. 

3) 0 Since this application is in condition for allowance except for fomnal matters, prosecution as to the merits is 

closed in accordance with the practice under £x parte Ouay/e, 1935 CD. 11, 453 O.G. 213, 

Disposition of Claims 

4) 13 Claim(s) 9-1 6 and 18-24 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) M Claim(s) 18-21,23 and 24 is/are rejected. 

7) [3 Claim(s) 22 is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)n accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the cirawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the con-ection is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or fomn PTO-152. 

Priority under 35 U.S.C. § 119 

12)[3 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
bM All b)n Some * c)^ None of: 

1 .M Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 
Continued Examination Under 37 CFR 1,114 

1. A request for continued examination under 37 CFR 1.114, including the 
fee set- forth in 37 CFR 1 .17(e), was filed in this application after final rejection. - - 
Since this application is eligible for continued examination under 37 CFR 1.114, 
and the fee set forth in 37 CFR 1 .17(e) has been timely paid, the finality of the 
previous Office action has been withdrawn pursuant to 37 CFR 1.114. 
Applicant's submission filed on 07/28/2004 has been entered. 

Priority 

2. Receipt is acknowledged of papers submitted under 35 U.S.C. 119(a)-(d), 
which papers have been placed of record in the file. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 

U.S.C. 102 that form the basis for the rejections under this section made in this 

Office action: 

A person shall be entitled to a patent unless - 

(b) The invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in 
the United States. 

4. Claims 18, 20 and 24 are rejected under 35 U.S.C. 102(b) as being 
anticipated by (KR1 999-73868 cited by applicant). 

5. Regarding claim 18, KR1 999-73868 (e.g., fig. 3) shows a high frequency 
semiconductor device comprising: 

> A semiconductor substrate 100 having a main surface; 
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> A first wiring 108 provided over the main surface of the semiconductor 
substrate; 

> A grounding conductor layer (112, 116) continuously covering a periphery 
of the first wiring with a first insulator 114 interposed therebetween in a 
section crossing a direction of extension of the first wiring and including a 
first portion 116 constituted by only one unit covering an upper surface 
and two side surfaces of the first wihng and a second portion 112 covering 
a bottom surface of the first wiring. 

6. Regarding claim 20, KR1 999-73868 shows that the grounding conductor 
layer includes a flat upper surface. 

7. Regarding claim 24, KR1 999-73868 shows that the portion of the 
insulator, which covers upper and side surfaces of the first wiring and is provided 
in contact with the grounding conductors layer, is formed of the same material. 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 

all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 1 02 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

9. Claims 19, 21 and 23 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over (KR1 999-73868 cited by applicant). 

10. Regarding claim 19, KR1 999-73868 (e.g., fig. 3) shows most aspects of 
the instant invention including a first wiring 108 provided over the main surface of 
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a semiconductor substrate 100 and completely surrounded by a .grounding 
conductor layer (112, 116). As shown in figure 3, the grounding conductor layer 
is connected to the substrate. KR1 999-73868 does not disclose that the first 
wiring conductor -layer 108 may comprise a second wiring layer. Therefore, 
KR1 999-73868 does not show a second insulator interposed therebetween in a 
section crossing a direction of extension of the second wiring. However, this type 
of arrangement is considered to be a duplication of parts due to obtain a multiple 
effect {e.g., greater transmission capacity). This limitation is considered to be an 
obvious modification of the high frequency semiconductor device disclosed in the 
Prior Art. The multiplicity of parts is not considered an Innovation over the prior 
art unless this duplication of part creates a synergistic combination or 
unexpected results. See St. Regis Paper Co. V. Bemis Co., Inc., 193 USPQ 8, 11 
(7th Cir. 1977). 

11. Regarding claim 21, KR1 999-73868 suggests that the ground conductor 
layer continuously covers the periphery of the second wiring layer 108 in 
cooperation with the semiconductor substrate with a second Insulator and the 
Insulating film interposed therebetween in the section crossing a direction of 
extension of the second wiring. 

12. Regarding claim 23, KR1 999-73868 suggests that a portion of the second 
insulator, which covers the upper and side surfaces of the second wiring and is 
provided In contact with the grounding conductor layer, Is formed of the same 
material. 
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Allowable Subject Matter 

13. Claim 22 is objected to as being dependent upon a rejected base claim, 
but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims.^ 

Response to Arguments 

14. Applicant's arguments filed 07/24/2004 have been fully considered but 
they are not persuasive. 

15. Applicant argues that first portion 116 does not constitute one unit 
because it includes portions 116a and 116b. Nevertheless, term "unit'" does not 
imply a "single piece construction" as suggested by applicant. A unit may 
comprise a group, a structure or functional constituent of a whole (see endnote). 
Note that KR1 999-73868 recognized the layer 1 16 as "a first noise sliielding film" 
(emphasis added, see pg. 2/11. 1). The layer 116 complies with the generally 
accepted definition of unit because it can be recognized as a functional 
constituent or a definite structure. Moreover, the features upon which applicant 
relies (i.e., single piece construction) are not recited in the rejected claim(s). 
Although the claims are interpreted in light of the specification, limitations from 
the specification are not read into the claims. See In re Van Geuns, 988 
F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993), In conclusion, the fact that first 
portion 1 16 is not "a single piece construction" does preclude its recognition as to 
be a single unit. 

16. In response to applicant's argument that the upper surface and two side 
surfaces of the first wiring 108 are covered not with a single conductor layer, but 
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with two separated conductors layers, it is noted that the features upon which 
applicant relies (i.e., single conductor layer) are not recited in the rejected 
claim(s). Although the claims are interpreted in light of the specification, 
limitations -from the specification are not read into the claims. Moreover, - ~ - ^ 
KR1 999-73868 clearly shows that the conductor layers are not separated. 
17. Applicant argues that the rejection of claim 19 is devoid of factual basis. 
Nevertheless, the rejection of claim 19 is based on an issue (i.e., multiplicity of 
parts) that has been previously decided by the courts. The multiplicity of parts is 
not considered an innovation over the prior art unless this duplication of part 
creates a synergistic combination or unexpected results. See St. Regis Paper 
Co. V. Bemis Co., Inc., 193 USPQ 8, 11 (7th Cir. 1977). It is respectfully noted 
that applicant did not provide factual evidence or an argument to support his/her 
position that the inclusion of a second wiring is not a merely duplication of parts. 
The examiner recognizes that obviousness can only be established by combining 
or modifying the teachings of the prior art to produce the claimed invention where 
there is some teaching, suggestion, or motivation to do so found either in the 
references themselves or in the knowledge generally available to one of ordinary 
skill in the art. See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988) 
and In re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, 
the multiplicity of parts without obtaining a synergistic combination or unexpected 
results is within the knowledge generally available to one of ordinary skill in the 
art. If a prima facie case of obviousness is established, the burden shifts to the 
applicant to come forward with arguments and/or evidence to rebut the prima 
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facie case. See, e.g., Dillon, 919 F.2d at 692, 16USPQ2d at 1901, Rebuttal 
evidence and arguments can be presented in the specification. In re Soiii) 54 
F.3d 746, 750, 34 USPQ2d 1684, 1687 (Fed Cir. 1995), by counsel, In re Chu, 
66 F.Sd 292, 299, 36 USPQ2d 1089, 1094-95 (Fed. Cir. 1995), or by way of an 
affidavit or declaration under 37 CFR 1.132, e.g., Soni, 54 F.3d at 750, 34 
USPQ2d at 1687; In re Piasecki, 745 F.2d 1468, 1474, 223 USPQ 785, 789-90 
(Fed. Cir. 1984). However, arguments of counsel cannot take the place of 
factually supported objective evidence. See, e.g., In re Huang, 100 F.3d 135,139- 
40, 40 USPQ2d 1685, 1689 (Fed. Cir. 1996); In re De Blauwe, 736 F.2d 699, 
705, 222 USPQ 191, 196 (Fed. Cir. 1984), 

Conclusion 

18. All claims are drawn to the same invention claimed in the application prior 
to the entry of the submission under 37 CFR 1.114 and could have been finally 
rejected on the grounds and art of record in the next Office action if they had 
been entered in the application prior to entry under 37 CFR 1.114. Accordingly, 
THIS ACTION IS MADE FINAL even though it is a first action after the filing of a 
request for continued examination and the submission under 37 CFR 1 .1 14. See 
MPEP § 706.07(b). Applicant is reminded of the extension of time policy as set 
forth in 37 CFR 1.136(a). A shortened statutory'period for reply to this final 
action is set to expire THREE MONTHS from the mailing date of this action. In 
the event a first reply is filed within TWO MONTHS of the mailing date of this final 
action and the advisory action is not mailed until after the end of the THREE- 
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MONTH shortened statutory period, then the shortened statutory period will 
expire on the date the advisory action is mailed, and any extension fee pursuant 
to 37 CFR 1.136(a) will be calculated from the mailing date of the advisory 
action. In no event, however, will the statutory period for reply expire later than 
SIX MONTHS from the mailing date of this final action. 

19. Any inquiry concerning this communication or earlier communications 
from the examiner should be directed to Leonardo Andujar whose telephone 
number is 571-272-1912. The examiner can normally be reached on Mon 
through Thu from 9:00 AM to 7:30 PM EST. 

20. If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Nathan J Flynn can be reached on 571-272-1915. The 
fax phone number for the organization where this application or proceeding is 
assigned is 703-872-9306. 

21. Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). 

Leonardo Andujar 

Patent Examiner Art Unit 2826 
LA 

8/5/04 
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u-nit 



u-nit (yi^nit) noun 
Abbr. u. 

1 . An individual, a group, a structure, or other entity regarded as an elennentary structural or functional 
constituent of a whole. 

2. A group regarded as a distinct entity within a larger group. 

3. a. A mechanical part or module, b. An entire apparatus or the equipment that performs a specific 
function. 

4. A precisely specified quantity in terms of which the magnitudes of other quantities of the same kind 
can be stated. 

The American Heritage® Dictionary of the English Language, Third Edition copyright © 1992 by 
Houghton Mifflin Company. Electronic version licensed from INSO Corporation. All rights reserved. 

American Heritage is a registered trademark of Forbes, Inc.' 




/ NATHAN J. FLYNN 
SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER 2800 



